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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months atter the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 ,704(b). 

Status 

1)D Responsive to communication(s) filed on 28 February 2007 . 
2a)n This action is FINAL. 2b)IEI This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 0 Claim(s) 1-51 is/are pending in the application. 

4a) Of the above claim(s) 1-21.38 and 45-48 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 0 Claim(s) 22-24.26-29.33-37.39-44 and 49-51 is/are rejected. 
?)□ Claim(s) 25 and 30-32 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet{s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
aM All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 
2.n Certified copies of the priority documents have been received in Application No 



3.KI Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Election/Restrictions 
Claims 1-21, 38 and 45-48 are withdrawn from furtlier consideration pursuant to 
37 CFR 1.142(b) as being drawn to a nonelected invention, there being no allowable 
generic or linking claim. Election was made without traverse in the reply filed on 
February 28, 2007. 

Claim Rejections - 35 USC §112 

Claims 29, 41 , and 43 are rejected under 35 U.S.C. § 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In claim 29 line 2 "clearance distance increases at a low stroke to reduce starting 
torque" is wrong. Fig 59 is a graph of the clearance distance for various stroke lengths 
(cone angles). The lowest graph is described, in paragraph 236, as having the 
clearance below 23 mils for a stroke range of 330-1000 mils. The next lowest graph is 
described, in paragraph 233, as having a clearance ranging from 0 to 1 13 mils. Neither 
shows the clearance increasing at a low stroke. 

In claim 41 and 43 line 1"the support" has no antecedent basis, and "the support 
comprises a u-joint" is confusing, since claim 22 line 3 claims a "universal joint". 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 102 
that form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

Claims 22, 23, 27-29, 33-36. 41-44 and 51 are rejected under 35 U.S.C. § 102(b) 
as being anticipated by Inagaki et al. Inagaki et al discloses a variable stroke and 
clearance assembly and method of varying the stroke and clearance comprising two 
pistons (25) coupled to a rotating member (909) and universal joint (405); wherein linear 
motion of the rotating member varies the stroke of the piston and motion of the universal 
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joint varies the clearance (e.g. fig 3, 4); and a linear linkage (10) couples the rotating 
member to the universal joint such that motion of the rotating member and universal 
joint are related; but does not specify the clearance being less than 23 mils or the range 
of stroke being about 33 to 1000 mils. One having ordinary skill in the variable capacity 
fluid machine art would recognize that a variable capacity machine can have one of a 
variety of stroke ranges and one of a variety of clearances, depending on the use of the 
machine. Therefore, one of ordinary skill would recognize that the assembly of Inagaki 
et al could have one of a variety of stroke ranges and clearances including a clearance 
less than 23 mils and a range of stroke being about 33 to 1000 mils. 

Claims 22, 23, 33, 34, 36-44 and 51 are rejected under 35 U.S.C. § 102(b) as 
being anticipated by Wildhaber (see discussion below). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. § 103 which forms the basis for all 
obviousness rejections set forth in this Office action: 

A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

Subject matter developed by another person, which qualifies as prior art only 
under subsection (f) or (g) of section 102 of this title, shall not preclude 
patentability under this section where the subject matter and the claimed 
invention were, at the time the invention was made, owned by the same person 
or subject to an obligation of assignment to the same person. 

Claims 24, 26-28, 49 and 50 are rejected under 35 U.S.C. § 103 as being 
unpatentable over Wildhaber in view of Hodgkinson. Wildhaber disclose a variable 
stroke and clearance assembly and method of varying the stroke and clearance 
comprising two pistons (23) coupled to a rotating member (e.g. 50') and universal joint 
(40, 41); wherein linear motion of the rotating member varies the stroke of the piston 
and motion of the universal joint varies the clearance; and a linear linkage (e.g. 44) 
couples the rotating member to the universal joint such that motion of the rotating 
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member and universal joint are related; wherein the universal joint forms a center point 
between the pistons; and the rotating member moves along a slot (55) in a portion 
connected to a drive shaft (57); but does not disclose that the clearance is substantially 
constant as the stroke is varied; that the clearance is near zero over a range of stroke, 
or at two points of the stroke; or that the clearance is less than 23 mils, with a range of 
stroke being about 33 to 1000 mils. 

Hodgkinson teaches, for a variable stroke and clearance assembly and method 
of varying the stroke and clearance comprising two pistons (15) coupled to a rotating 
member (57) and joint (76); wherein linear motion of the rotating member varies the 
stroke of the piston and motion of the universal joint varies the clearance; and a linear 
linkage (78) couples the rotating member to the joint such that motion of the rotating 
member and universal joint are related; wherein the joint forms a center point between 
the pistons; and the rotating member moves along a slot (102) in a portion connected to 
a drive shaft (12); that the clearance can be substantially constant as the stroke is 
varied, depending on the shape of the slot (column 5 line 44-47). 

Since Wildhaber and Hodgkinson are both from the same field of endeavor, the 
teaching disclosed by Hodgkinson would have been recognized in the pertinent art of 
Wildhaber. It would have been obvious at the time the invention was made to one 
having ordinary skill in the art to change the shape of the slot of Wildhaber to hold the 
clearance substantially constant, as taught by Hodgkinson, as a matter of engineering 
expediency. 

One having ordinary skill In the variable capacity fluid machine art would 
recognize that a variable capacity machine can have one of a variety of stroke ranges 
and one of a variety of clearances, depending on the use of the machine. Therefore, 
one of ordinary skill would recognize that the assembly of Wildhaber could have one of 
a variety of stroke ranges and clearances including a clearance less than 23 mils and a 
range of stroke being about 33 to 1000 mils. Since 23 mils is considered near zero, this 
meets the claim limitation of claims 24 and 26. 
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Conclusion 



Claims 25 and 30-32 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dan Lopez whose telephone number is 571-272-4821. 
The examiner can normally be reached on Monday-Thursday from 6:10 AM -4:40 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ed Look, can be reached on 571-272-4820. The fax number for this group is 
571-273-8300. Any inquiry of a general nature should be directed to the Help Desk, 
whose telephone number is 1-800-PTO-9199. 




F. Daniel Lopez . 
Primary Examiner 
Art Unit 3745 
April 19. 2007 



